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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 1/3/07 and has been entered and made 
of record. Further, the after-finat amendment that was received on 3/31/06 has also 
been entered and made of record. The contents of which are substantially the same as 
that of the current amendment received on 1/3/07. Currently, claims 1-7 are pending. 

Claim Rejections - 35 USC §112 

2. The entry of the amendment received on 3/31/06 has overcome the rejection of 
claims 1, 6, and 7, as cited in the previous Office Action, and therefore the rejection has 
been withdrawn. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 4 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 4 recites the limitation "said character special feature information" in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 101 



5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 7 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 7 is drawn to functional descriptive 
material NOT claimed as residing on a computer readable medium. MPEP 
2106. IV.B. 1(a) (Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer." 

"Such claimed data structures do not define any structural or functional 
interrelationships between the data structure and other claimed aspects of the invention 
which permit the data structure's functionality to be realized." 

Claim 7, while defining a recording medium, does not define a "computer-readable 
medium" and is thus non-statutory for that reasons. A recording medium can range 
from paper on which the program is written, to a program simply contemplated and 
memorized by a person. The examiner suggests amending the claim to recite, "A 
computer-readable medium encoded with computer-readable instructions implemented 
by a computer..." in order to make the claim statutory. 
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Response to Arguments 

6. Applicants arguments with respect to claims 1 , 6, and 7 have been considered 
but are moot in view of the new ground(s) of rejection. However, the examiner would 
like to respond to a few of the remarks presented by the applicant to further clarify the 
record. The applicant asserts, on page 9 of the remarks, that Silverbrook (US 6835135) 
does not teach that the standard DVD game discs 10 store character data on a 
character or that the memory 52 stores data on a character. The examiner respectfully 
disagrees as character data must be stored on either the DVD game discs 10 or the 
memory 52, otherwise no character would exist within the game and the game which 
the DVD game disc contains would be utterly useless. It is inherent that a game disc 
store information essential and relevant to the performance and execution of the game. 
Further, Silverbrook states that brag cards can be printed with chosen characters (see 
column 4 lines 1-2), which further evidences the fact that character data is present. It is 
well known in the art for DVD game discs to contain character data of a character that 
exists in the game. Even further, Kurosawa (US 6807521) states that a game disc 
stores character information that is then transferred to a storage area located with the 
gaming system. Therefore, Silverbrook does in fact teach storing character data, said 
character data being data representing a character appearing in a game. The applicant 
also asserts that Silverbrook does not teach character extraction means for extracting 
said character data from said character data storage means. The examiner respectfully 
disagrees as Silverbrook does in fact disclose such a feature. Particularly, Silverbrook 
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states that the DVD game disc is a storage medium for storing the video game and all 
associated information regarding the video game. The user can print out brag cards a 
certain points in the game and personalized the cards by choosing a character, among 
other things. As such, it can be seen from the reference that the character is stored on 
the DVD game disc and is extracted by processor 51 to print the brag card when the 
user decides to do so. Support for the above can be found in column 2 lines 58-60, 
column 3 line 61-column 4 line 7, column 4 lines 11-18, and column 7 lines 15-24). The 
applicant also asserts that Silverbrook does not teach inputting card layout information 
specifying a card layout. The examiner respectfully disagrees as Silverbrook discloses, 
if not, at the very least suggests such a feature. Particularly, Silverbrook states that a 
user can personalize the brag card with the game players name, chosen character, 
accumulated wealth or objects, etc. and also map a photographic likeness on to 3D 
characters. This is seen to be card layout information as each option chosen by the 
user, to add to the brag card would have a designated location to print on the card and 
by inputting which options to add to the brag card to print the user is by default also 
inputting card layout information. The applicant lastly asserts that Silverbrook does not 
teach generating card display image information, said card display image information 
indicating positioning of said character within a card display image. Although 
Silverbrook does not expressly disclose such a feature, Silverbrook does however elude 
to, or at the very least would be obvious to one of ordinary skill in the art at the time the 
invention was made to stipulate or extract the idea of, displaying the card layout 
information to allow positioning of the character and other chosen information the will 
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make up the brag card (see column 3 line 61 -column 4 line 18, column 5 line 66-column 
6 lines 10, and column 7 lines 15-24). Displaying layout information and determining 
positioning are well known and commonly used techniques in the art to setup the 
printing of data and are not seen to render the claim unobvious over the prior art. 



Claim Rejections - 35 USC § 103 

7. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Silverbrook (US 6835135) in view of U.S. Patent No. 6807521 to Kurosawa et al. and 
U.S. Patent No. 6200216 to Peppel. 

Regarding claim 1 , Silverbrook discloses a card making device for making 
character cards wherein said card making device is comprised of the following means: 
character data storage means for storing data character data, said character data 
representing a character (see column 2 lines 58-60 and column 4 lines 13-18, reference 
states that character data is stored on DVD game discs, CD-ROMs, or other 
conventional memory cartridges, also the print module contains a memory for video 
game functions), character data extraction means for extracting said character data 
from said character data storage means (see column 3 line 61 -column 4 line 7), 
character layout information input means for inputting card layout information, said card 
layout information specifying the card layout for said character shown in said character 
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data extracted by said character data extraction means (see column 4 lines 1-7), card 
display image information generation means for generating card display image 
information (see Fig. 11 (50), column 2 lines 53-55, reference shows a video out source 
for displaying images, and column 3 line 61 -column 4 line 7), and card display image 
information output means for outputting card display image information generated by 
the card display image information generation means to a printer (see Figs. 1 and 1 1 , 
column 2 lines 35-40, column 3 lines 38-42, and column 3 line 61-column 4 line 7). 

Silverbrook does not disclose expressly wherein the character data storage 
means is located within (as part of) the card making device and wherein, said card 
display image information indicating positioning within a card display image of said 
character shown in said character data extracted by said character data extraction 
means, said positioning being in accordance with said layout information input by said 
character layout information input means. 

Kurosawa discloses wherein the character data storage means is located within 
the card making device (game console) (see Figs. 1 and 2, column 3 lines 55-61, 
column 3 line 66-column 4 line 19, column 4 lines 33-36, and column 4 line 46-column 5 
line 45). 

Peppel discloses creating an electronic trading card that can incorporate 
characters, text, and the like, that can be printed. The creation of the electronic trading 
card is performed by organizing (indicating positioning) the contents, such as a 
character and text, and previewing the electronic trading card to determine user 
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satisfaction (see column 8 line 58-column 9 line 19, column 9 lines 50-61, and column 
10 lines 5-45). 

Regarding claims 6 and 7, Silverbrook discloses a card making method and 
recording medium stored with a program implemented by computer, comprising: storing 
character data, said character data being data representing a character, character data 
storage means storing said character data (see column 2 lines 58-60 and column 4 
lines 13-18), extracting said character data from said character data storage means 
(see column 3 line 61 -column 4 line 7), inputting card layout information specifying the 
card layout for said character shown in said extracted character data (see column 4 
lines 1-7), generating card display image information showing the card display image 
(see Fig. 1 1 (50), column 2 lines 53-55, and column 3 line 61-column 4 line 7), and 
outputting said generated card display image information to a printer (see Figs. 1 and 
1 1 , column 2 lines 35-40, column 3 lines 38-42, and column 3 line 61-column 4 line 7). 

Silverbrook does not disclose expressly wherein the character data storage 
means is located within (as part of) the card making device and displaying image 
information showing the card display image placed with said character shown in said 
extracted character data, according to said input card layout information. 

Kurosawa discloses wherein the character data storage means is located within 
the card making device (game console) (see Figs. 1 and 2, column 3 lines 55-61, 
column 3 line 66-column 4 line 19, column 4 lines 33-36, and column 4 line 46-column 5 
line 45). 
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Peppel discloses creating an electronic trading card that can incorporate 
characters, text, and the like, that can be printed. The creation of the electronic trading 
card is performed by organizing (indicating positioning) the contents, such as a 
character and text, and previewing the electronic trading card to determine user 
satisfaction (see column 8 line 58-column 9 line 19, column 9 lines 50-61, and column 
10 lines 5-45). 

Silverbrook, Kurosawa, & Peppel are combinable because they are from the 
same field of endeavor, electronic gaming. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the character data storage area located within the game 
console, as described by Kurosawa, and the positioning and displaying of layout and 
character information, as described by Peppel, with the system of Silverbrook. . 

The suggestion/motivation for doing so would have been to provide storing and 
updating of character data as a game progresses to enhance the interest of the game 
(see column 1 line 34-column 2 line 11) and provide greater user personalization of a 
brag card by allowing a user to layout the brag card in a manner that is satisfactory to 
him/her. 

Therefore, it would have been obvious to combine Kurosawa and Peppel with 
Silverbrook to obtain the invention as specified in claims 1 , 6, and 7. 
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Regarding claim 2, Silverbrook further discloses wherein said character data 
extraction means extracts said character data from said character data storage means 
when specified conditions in a game are fulfilled (see column 3 lines 61-67). 

Regarding claim 3, Silverbrook further discloses wherein said device further 
comprises a character selection means for selecting said character, and said character 
data of said character selected by said character selection means is extracted by said 
character data extraction means (see column 3 line 61 -column 4 line 7). 

Regarding claim 4, Silverbrook further discloses wherein said character data 
includes said character special feature information, said character special feature 
information showing image information for said character and special features of said 
character, said character special feature information having a character name for said 
character or a parameter showing a strength of said character (see column 4 lines 1-7, 
reference state that a brag card can be personalized with the game players name, 
chosen character, accumulated wealth or objects, etc., which suggests any attribute of 
the chosen character or pertinent element of the game can be chosen for the card, of 
which a character name or strength would be a part of). 

Regarding claim 5, Silverbrook further discloses wherein said character layout 
information is information specifying card layout information items showing features of 
said character shown in said character special feature information and in the card layout 
of the image shown in image information on said character (see column 3 line 61- 
column 4 line 7). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached at (571) 272-7406. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Mark R. Milia 
Examiner 



MRM 




C-?WYLER LAMB 
SUPERVISORV PATENT EXAMINER 




